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Court of Appeals of the District of Columbia 


No. 5890. | 

Arthur L. Pitman and Ellis-Foster Company, Appellants, 


vs. 


Thomas E. Robertson, Commissioner of [Patents. 


a Supreme Court of the District of Coluknbia. 

In Equity. j 

No. 54662. | 

Arthur L. Pitman and Ellis-Foster Company, Plaintiffs, 

vs. j 

Thomas E. Robertson, Commissioner of Patents, 

Defendant. 

United States of America, 

District of Columbia, ss: 

Be it remembered, That in the Supreme Court of the Dis¬ 
trict of Columbia, at the City of Washington, in said Dis¬ 
trict, at the times hereinafter mentioned, the following 
papers were filed and proceedings had in the above-entitled 
cause to wit: 

1 BUI of Complaint to Obtain Grant of patent. 

Filed August 1, 1932. j 
In the Supreme Court of the District of (polumbia. 

In Equity. 

No. 54662. 

Arthur L. Pitman and Ellis-Foster Company, 92 Green¬ 
wood Avenue, Montclair, N. J., Plaintiffs, 

vs. 

Thomas E. Robertson, Commissioner o£ Patents, 

Defendant. 

To the Honorable the Judges of the Supreme Court of the 
District of Columbia: j 

Arthur L. Pitman, a citizen of the United States and a 
resident of Montclair, in the County of Esses and State of 

1—5890a i 



2 


ARTHUR L. PITMAN AND ELLIS-FOSTER CO. VS. 


New Jersey, and Ellis-Foster Company, a Corporation 
duly organized and existing under the laws of the State of 
New Jersey and having its principal place of business in 
Montclair, in the County’of Essex and State of New Jersey, 
bring this their bill of complaint in their own right against 
Thomas E. Robertson, Commissioner of Patents, of the 
United States, a legal resident of the District of Columbia, 
who is sued as Commissioner of Patents of the United 
States, defendant. 

Plaintiffs for their cause of action, state: 

1. This bill is filed in accordance with the provisions of 
the Federal Laws of the United States as provided for 
under Revised Statutes 4915. 

2. That heretofore and before to wit the 23rd day 
2 of February, 1924, Arthur L. Pitman, one of the 
plaintiffs herein, was the true, original, first and sole 
inventor of certain new and useful improvements in treat¬ 
ing nitrocellulose and coating compositions therefrom, not 
known or used by others in this country, nor patented nor 
described in any printed publication in this or any foreign 
country, before his invention or discovery thereof, or more 
than two years prior to his application in this country for 
patent therefor, not in public use or on sale in this coun¬ 
try for more than two years prior to his application, not 
abandoned, and not patented in any foreign country on an 
application filed by him or his legal representatives or 
assigns more than twelve months prior to his application 
for patent therefor in this country. 

3. That on to wit the 23rd day of February, 1924, the 
said Arthur L. Pitman, one of the plaintiffs herein, filed 
application in writing for Letters Patent of the United 
States in the United States Patent Office for the said im¬ 
provement; that said application did in all respects fully 
comply with the Statutes of the United States and with the 
Rules of Practice in the United States Patent Office in such 
cases made and provided; that such application became 
known and designated as application, Serial No. 694,759. 

4. That long prior to the 1st day of August, 1932, the 
said Arthur L. Pitman, by an assignment in writing, sold, 
assigned and transferred unto the said Ellis-Foster Com¬ 
pany, the entire right, title and interest in and to said appli¬ 
cation, Serial No. 694,759, and the invention covered 
thereby, as by reference to said assignment, here in Court 
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THOMAS E. ROBERTSON, COMMR. OF PATENTS. 


to be produced, will more fully and at large appear, and 
plaintiffs hereby offer to produce said assignment. 


5. That by virtue of the aforesaid as| 

3 said Ellis-Foster Company, one of 
herein, is at the present time vested wi 
right, title and interest in and to said application, Serial 
No. 694,759, and in and to the invention and improvements 
therein described and claimed. 


^ignment, the 
he plaintiffs 
fth the entire 


6. The said application, Serial No. 694,759 contained the 
following claims to the invention, to which plaintiffs be¬ 
lieve themselves to be entitled, to wit: 

1. The process of reducing the viscosity of Nitrocellulose 
which comprises exposing it to the action of a j solvent satu¬ 
rated in the cold with ammonia gas. 

2. The process which comprises saturating acetone in 
the cold with ammonia gas, dissolving nitrocellulose therein 
and heating in a closed container to a tempdrature below 
the boiling point of the acetone whereby redaction in vis¬ 
cosity is secured. 

5. In a process of producing coating compositions con¬ 
taining nitrocellulose of reduced viscosity, the step which 
comprises exposing nitrocellulose to the action of an or¬ 
ganic solvent, a portion at least of which was saturated in 
the cold with ammonia gas. 

6. A coating composition consisting of a Solution con¬ 
taining nitrocellulose which has been reduced in viscosity 
by treatment with a solvent saturated with aipmonia in the 
cold. 

7. A coating composition comprising a synthetic resin 
and nitrocellulose reduced in viscosity by cherhical reaction. 

8. A coating composition comprising a synthetic resin 
of the phthalic-glyceride type and nitrocellulose reduced in 
viscosity by chemical reaction. 

9. A coating composition comprising nitrocellulose solu¬ 
tion reduced in viscosity by chemical reactioiji, a synthetic 
resin compatible therewith, solvent vehicle, dnd a soften¬ 
ing agent. 

10. A coating composition comprising nitrocellulose solu¬ 
tion reduced in viscosity by the action of ammonia, a syn¬ 
thetic resin compatible therewith and a plasticizer of the 
castor oil-phthalate type. 

2—5890a 
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11. A coating composition comprising nitrocellu- 

4 lose reduced in viscosity bv chemical reaction, and a 
synthetic resin compatible therewith, the amount of 

resin exceeding the amount of nitrocellulose. 

As by reference to said application, or a duly authenticated 
copy thereof, here in Court to be produced, will more fully 
and at large appear, and plaintiffs make profert of a duly 
authenticated copy of said application and proceedings 
relating thereto here in Court to be produced. 

7. That, therefore, in accordance with the Statutes of 
the United States and th£ Rules of Practice of the United 
States Patent Office, in such cases made and provided, the 
application was duly examined by the Examiner directed 
to do so by the Commissioner of Patents, and on to wit the 
1st of October, 1928, the said Examiner allowed claims 1 
and 2 of said application, and said application was formally 
allowed with said claims 1 and 2 on to wit the 1st of Octo¬ 
ber, 1928. 

8. That after the formal allowance of the said applica¬ 
tion, the final fee not having been paid within six months 
from the date of allowance of said application, said appli¬ 
cation was renewed on to wit the 6th of April, 1929, in ac¬ 
cordance with the Statutes of the United States and the 
Rules of Practice of the United States Patent Office in such 
cases made and provided, and upon renewal the additional 
claims 5 to 11 above identified were inserted, and the ap¬ 
plication was re-examined by the Examiner directed to do 
so by the Commissioner of Patents, and said Examiner on 
to wit the 28th of October, 1929, finally required division 
between claims 1, 2, 5 and 6 aforesaid, and the remaining 

claims, said final requirement for division requiring 

5 an election of either of the two groups of claims. 

9. That, therefore, election of claims 7 to 11 for 
prosecution in the application having been duly made, on 
to wit the 2nd of December, 1930, the Examiner finally and 
for a second time rejected claims 7 to 11 as being directed 
to a different invention from the invention or discovery for 
which a patent was ordered to issue in the original prosecu¬ 
tion of the case thereby denying the election which the 
Examiner had previously required. 
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10. That, therefore, on to wit the 2nd day of June, 1930, 
the plaintiffs, pursuant to the Statutes of the itnited States 
and the Rules of Practice of the United States patent Office 
in such cases made and provided, duly appealed to the 
Board of Appeals, which appeal came on to be heard in due 
course, and on to wit the 1st day of February, 1932, the 
Board of Appeals rendered a judgment affirming the de¬ 
cision of the Examiner requiring division betiween claims 
1, 2, 5 and 6 aforesaid, and claims 7 to 11 aforesaid, and 
also affirming the decision of the Examiner requiring can¬ 
cellation of claims 7 to 11 as directed to indejpendent and 
divisible subject matter from the claims prosecuted in the 
original case, and a patent for said invention as specified 
in said claims was erroneously, as plaintiffs submit, refused 
to them; 

11. That the Commissioner of Patents has, since the said 
judgment of the Board of Appeals, on to w^t the 1st of 
February, 1932, refused and still refuses to g^ant Letters 
Patent for the invention specified in the said Claims of the 
aforesaid application of the said Arthur L. Pitman and/or 
on the invention as set forth in said claims and applica¬ 
tion. 

6 12. Plaintiffs submit that the Examiner, the Board 

of Appeals, and the Commissioner of Patents, acted 
erroneously and contrary to law and the evidence in reject¬ 
ing the aforesaid claims of said application fof the reasons 
of record, and in failing to allow said claims. 

Wherefore plaintiffs bring this bill of complaint under 
and in accordance with the provisions of the Statutes (Sec¬ 
tion 4915, Comp. Stats. 9460; U. S. C. Title 35,j Section 63) 
in such eases made and provided, and pray: j 

1. That Your Honors may adjudge that the plaintiffs are 
entitled according to law, to receive a patent for the said 
invention as specified in the claims aforesaid of said appli¬ 
cation for a patent of said Arthur L. Pitman, j 

2. That Your Honors may decree that the Commissioner 
of Patents be directed to allow the aforesaiji claims of 
said application for patent of said Arthur L. pitman. 
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3. For such other and further relief in the premises as 
the nature of the case may require and as to Your Honors 
shall seem meet. 

SOL SHAPPIRIO, 
Attorney of Record for Plaintiffs. 

Filed on behalf of Arthur L. Pitman and Ellis-Foster 
Company, 92 Greenwood Avenue, Montclair, N. J. 

Washington, D. C., August 1, 1932. 

7 District of Columbia, ss : 

Sol Shappirio, being on oath first duly sworn, according 
to law, deposes and says that he is the attorney for Arthur 
L. Pitman and Ellis-Foster Company, the above-named 
plaintiffs; that he is authorized to make this affidavit, for 
and on behalf of said plaintiffs, that he does make this affi¬ 
davit for and on behalf of said plaintiffs, that the said 
plaintiffs are non-residents of the District of Columbia and 
are absent therefrom; that affiant has read the foregoing 
Bill by him subscribed and knows the contents thereof; and 
that he verily believes that all of the allegations contained 
therein are true. 

SOL SHAPPIRIO. 

Subscribed and sworn to before me this 1st day of Au¬ 
gust, 1932. 

[notarial seal.] LENA R. HYATT, 

Notary Public in and for 

the District of Columbia. 

8 Motion to 1 Dismiss. 

Filed August 19, 1932. 

* * • * * * * 

To the Honorable the Judges of the Supreme Court of the 

District of Columbia: 

Now comes the Defendant, Thomas E. Robertson, Com¬ 
missioner of Patents, by his Attorney, T. A. Hostetler, and 
moves this Honorable Court to dismiss the Bill in the above 
entitled case on the ground that the Court has no jurisdic¬ 
tion to entertain this suit. 


THOMAS E. ROBERTSON, COMMR. OF PATENTS. 7 

This suit purports to be brought under [section 4915 
R. S.; 35 U. S. C. A. 63. The pertinent part o£ said section 
reads as follows: 

i 

Whenever a patent on application is refused by the Com¬ 
missioner of Patents, the applicant * * r may have 

remedy by bill in equity, if filed within six months after 
such refusal; and the court having cognizance!thereof * * * 
may adjudge that such applicant is entitled, j according to 
law, to receive a patent for his invention, as specified in his 
claim or for any part thereof, as the facts in ithe case may 
appear. And such adjudication, if it be in (favor of the 
right of the applicant, shall authorize the Commissioner to 
issue such patent on the applicant filing in the Patent Office 
a copy of the adjudication and otherwise complying with 
the requirements of law. 

As appears from the Bill of Complaint thje controversy 
involved is one of division between claims 1, |2, 5 and 6, as 
being for one invention, and claims 7 to 11, inclusive, as be¬ 
ing for a separate invention. No action on Ithe merits of 
claims 5 to 11, inclusive, has been given] by any of the 
9 tribunals of the Patent Office on thk question of 
patentability. The question raised isj interlocutory 
since no decision on the merits of said clainjis 5 to 11, in¬ 
clusive, has been given which may be reviewed by this 
Court and no decree that might be issued herein could 
properly “authorize the Commissioner to issue such pat¬ 
ent’ ? without further proceedings in the Patent Office. The 
very words of the statute make it clear thai: an action on 
the merits (patentability) of the claims ifi suit is con¬ 
templated, as more fully appears from th^ “Points and 
Authorities” filed herewith. j 

T. A. HOSTETLER, 

Solicitor for the Patent Office, 

Attorney foti Defendant . 

August 19, 1932. j 

Order. j 


Filed November 3, 1932. ] 

# # * * * *! * 

i 

Upon consideration of Defendant’s motion to dismiss 
and the points and authorities submitted by Counsel for the 
respective parties, 
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It is ordered this 2nd day of November, 1932, that the 
Bill of Complaint be, and the same is hereby dismissed, 
with costs against the plaintiffs. 

0. E. LUHRING, 

Justice. 

Approved as to form. 

SOL SHAPPIRIO, 

Attorney for Plaintiffs . 

10 Noting Appeal and Order Fixing Bond. 

Filed November 23, 1932. 

* * * * * # * 

Now come the plaintiffs, Arthur L. Pitman and Ellis- 
Foster Company, in the above-entitled case, and hereby 
note an appeal in open Court to the Court of Appeals of 
the District of Columbia from the decree dismissing the 
bill entered in this case on November 3, 1932. 

Wherefore it is ordered that the bond on appeal be filed 
in the sum of $100.00 or in the cash sum of $50.00. 

O. R, LUHRING, 

Justice. 

November 23, 1932. 

Memorandum. 

November 23, 1932.—$50 deposited in lieu of undertak¬ 
ing on appeal. 

Assignment of Errors. 

Filed November 28, 1932. 

****** * 

Now come Arthur L. Pitman and Ellis-Foster Company, 
the Appellants in the above-entitled cause, and file the fol¬ 
lowing assignment of errors upon which they will rely 
upon their prosecution of the appeal in the above-entitled 
cause, from the decree made by this Honorable Court on 
the 3rd day of November, 1932: 

11 1. That this Honorable Court erred in granting 
the motion of the Commissioner of Patents to dismiss 

the Bill of Complaint. 
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2. That this Honorable Court erred in holding that the 
decision of the Board of Appeals of the Unite jl States Pat¬ 
ent Office rejecting the claims of the applicatiojn and requir¬ 
ing division, affirming the decision of the Primary Exami¬ 
ner in such holdings, did not constitute a refusal of the 
patent by the Commissioner of Patents within the mean¬ 
ing of Section 63, Title 35, U. S. C. 

3. That this Honorable Court erred in grafting the mo¬ 

tion to dismiss the Bill of Complaint, and in refusing the 
relief prayed in said Bill. j 

Wherefore Appellants pray that said decreq be reversed, 
and that said Court be ordered to enter a decree reversing 
the decision of the lower Court in said cause. ! 

SOL SHAPPIRIp, 
Washington Loan & Trust Bldg,, 

Attorney for j Plaintiffs. 

Washington, D. C., November 28, 1932. | 

Designation of Record. 

i 

Filed November 28, 1932. 

i 

# * * * * # j * 

Now come Arthur L. Pitman and Ellis-Foster Company, 
the Appellants in the above-entitled cause, ahd designate 
the parts of the record which they desire to hjave included 
in the transcript, said parts being considered sufficient for 
the determination of the questions raised | on appeal, 
viz: l 

12 1. Bill of Complaint; j 

2. Motion of the Commissioner of Parents to Dis¬ 
miss Bill of Complaint; 

3. Decree dated November 3, 1932, dismisjsing Bill of 

Complaint; j 

4. Assignment of errors. 

SOL SHAPI^IRIO, 
Attorney for Plaintiffs. 

Washington, D. C., November 28, 1932. 

1 

13 Supreme Court of the District of Columbia. 

United States of America, j 

District of Columbia, ss: j 

I, Frank E. Cunningham, Clerk of the Supreme Court of 
the District of Columbia, hereby certify thje foregoing 
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pages, numbered from 1 to 12, both inclusive, to be a true 
and correct transcript of the record, according to directions 
of counsel herein filed, copy of which is made part of this 
transcript, in cause No. 54662 in Equity, wherein Arthur 
L. Pitman and Ellis-Foster Company are Plaintiffs and 
Thomas E. Robertson, Commissioner of Patents, is De¬ 
fendant, as the same remains upon the files and of record 
in said Court. 

In testimonv whereof I hereunto subscribe mv name and 
* _ * 

affix the seal of said Court, at the City of Washington, in 
said District, this 24th dav of Januarv, 1933. 

[Seal Supreme Court of the District of Columbia.] 

FRANK E. CUNNINGHAM, 

Clerk. 

CHAS. B. COFLIN, 

Assistant Clerk. 

Endorsed on cover: District of Columbia Supreme Court. 
No. 5890. Arthur L. Pitman and Ellis-Foster Company, ap¬ 
pellants, vs. Thomas E. Robertson, Commissioner of Pat¬ 
ents. Court of Appeals, District of Columbia. Filed Jan. 
25,1933. Henry W. Hodges, clerk. 


(3040) 
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Court of Appeals of tbe District o( Colombia 

January Term, 1933 


No. 5890. 


ARTHUR L. PITMAN and 
ELLIS-FOSTER COMPANY, 

APPELLANTS, I 

7 i 

V$. I 

THOMAS E. ROBERTSON, 
COMMISSIONER OF PATENTS, j 

APPELLEE. 


Appeal from the Supreme Court of the 
District of Columbia. 


This appeal is taken from a decree dismissing 
Appellant’s Bill of Complaint on a motion to dis¬ 
miss filed by Defendant. j 

Statement of the Case. 

i 

The essential facts set forth in the bill of com- 

i 

plaint, and admitted by the motion to dismiss, lare 
as follows: 
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Appellant, Pitman, filed an application for patent 
in the United States Patent Office, said application 
complying with the usual requirements of the Stat¬ 
utes and the Rules of Practice of the Patent Office. 

The application was examined by the Examiner 
duly directed by the Appellee to do so, and was for¬ 
mally allowed (R. 4). 

Appellant, Pitman, having failed to pay the final 
fee for issuance of the patent on the allowed applica¬ 
tion, said application became forfeited and was for¬ 
mally renewed with added claims in accordance with 
the Statutes and the Rules of Practice (R. 4). 

The application was accordingly reexamined by 
the Examiner, who finally required division (i. e. 
held that the claims were directed to more than one 
invention and required applicant to elect either one 
or the other of the groups of claims for further pros¬ 
ecution) (R. 4). 

Appellant, Pitman, thereupon elected one of the 
groups of claims for further prosecution retaining 
the other in the case for purposes of appeal in ac¬ 
cordance with the Patent Office practice (R. 4). 

Upon such election which had been required by the 
Examiner, the,elected claims were further examined 
by the Examiner, who finally rejected said elected 
claims on the ground that the applicant, Pitman, 
could not make the election which the Examiner 
had himself required (R. 4). 

Pitman appealed to the Board of Appeals, United 
States Patent Office, from both the final require¬ 
ments, namely the final requirement for division 
and the final rejection of the claims. The Board of 
Appeals affirmed the Examiner on both grounds 
(R. 5). 

The Commissioner of Patents in view of the deci- 


sion of the Board of Appeals refusing to grant fet¬ 
ters patent for the said invention, this suit was j in¬ 
stituted under Section 4915, Revised Statutes (TJL S. 
C., Title 35, Section 63) (R. 5). j 

The Appellee moved to dismiss the suit on the 
ground that the Court did not have jurisdiction, 
which motion was granted (R. 7). ! 

i 

The Questions Involved. 

! 

Section 4915, Revised Statutes, insofar as perti¬ 
nent reads as follows (R. 7): I 

“Whenever a patent on application is Ire- 
fused by the Commissioner of Patents, the 
applicant * * * may have remedy by bill!.in 
equity, if filed within six months after siich 
refusal; * * j 

i 

Two questions thus arise on this appeal, an affirm¬ 
ative answer to either of them being sufficient to 
maintain this suit and to give jurisdiction to the 
Supreme Court of the District of Columbia thereof. 

First, was the final requirement of division be¬ 
tween the claims, and refusal of a patent on said 
claims, a refusal of the patent within the terms |of 
Section 4915, R. S J j 

Second, was the final rejection of the elected 
claims and refusal of a patent thereon, a refusal jof 
the patent within the terms of Section 4915, R. S A 


The Final Requirement for Division Is a Refusal 
a Patent Under Section 4915, R. S. 



When the Board of Appeals, U. S. Patent Office, 
on the Applicant’s, Pitman’s, appeal to them 
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firmed the Examiner’s final requirement for divi¬ 
sion, Appellants had exhausted every remedy avail¬ 
able to them in the Patent Office. No further action 
remains to be taken or can be taken by Appellants 
in the Patent Office. Appellee fails to suggest what 
further relief in the Patent Office is available to 
Appellants. To file a new application would be 
merely to reraise this same question. 

Had Appellants not filed their Bill in Equity insti¬ 
tuting this suit, their application would have become 
abandoned. (Section 4894, R. S.) 

Now Appellee suggests that the decision by the 
Patent Office is “interlocutory” and not a final re¬ 
fusal of the patent on these claims, presenting the 
view that a final refusal of the patent on a require¬ 
ment for division is not an action on the merits. 

It is exactly this contention which was overruled 
by the Supreme Court of the United States in the 
leading case of Steinmetz vs. Allen, 192 U. S. 543, 
556, where that Court speaking through Mr. Justice 
McKenna said On this very question of the right of 
appeal to the Courts on the question of division: 

“The issue is well defined between the par¬ 
ties, both as to the right and remedy, in the 
Patent Office. As to right, petitioner contends 
that a union by an inventor of process and 
apparatus claims, which are essentially the 
same invention, is given by the patent laws, 
and that rule 41, so far as it takes that right 
away, is repugnant to those laws and invalid. 
As to remedy, that the decision of the pri¬ 
mary examiner constituted a final decision 
upon the case, and petitioner was entitled to 
an appeal under the patent laws to the board 
of examiners-in-chief. The latter proposition 
depends upon the first. Assuming the right 
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of an inventor as expressed in the first propo¬ 
sition, the primary examiner denied the right. 
True, a distinction can be made between his 
ruling and one on the merits, if we regard the 
merits to mean invention, novelty or the l}ke. 
But in what situation would an applicant ifor 
a patent be! If he yield to the rule he gives 
up his right of joinder. If he does not yield 
he will not be heard at all, and may subse¬ 
quently be regarded as having abandoned his 
application. Section 4894, Rev. Stat. A Rul¬ 
ing having such effect must be considered as 
final and appealable.” (Italics ours.) i 

i 

And this Court itself has applied the practice 
in the Steinmetz vs. Allen case in the case of Re 


Frasch, 27 App. D. C. 25, 26, where this Cofirt 
observed: 


‘ 4 Meanwhile the Supreme Court in U. S. |ex 
rel. Steinmetz vs. Allen C. C. D. 1904, 703; 
109 0. G. 549 ; 192 U. S. 543, held a require¬ 
ment for division to be a rejection of an <jp- 
plication, and, therefore, under the statute 
appealable . 9 ’ (Italics ours.) | 

i 

i 


Now from such a final requirement of division i in 
the Patent Office, two courses are open to an appli¬ 
cant. | 

He may appeal to the Court of Customs and Pat¬ 
ent Appeals under Section 4911, R. S. Such juris¬ 
diction has been exercised by that Court on the ques¬ 
tion of division. In re Wellman, 48 F. (2d) 926. j 
Or, alternatively, he may file his bill in equity 
under Section 4915, R. S. J 

That the question of division is a final rejection 
of the application and a refusal of a patent therein 
which is appealable is believed to have been defi- 


i 

i 
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nitely settled in the case of Steinmetz vs. Allen, 
supra. 

So, too, that the question of division is a matter 
of which a court of equity may take jurisdiction un¬ 
der Section 4915, B. S., is believed to have been defi¬ 
nitely settled in Frasch vs. Moore, 211 U. S. 1. 

In that case an appeal from and a writ of error 
to review the decision of this Court (27 App. D. C. 
25) was sought: The decision by this Court was 
concerned with a question of division only. The 
Court of Appeals of the District of Columbia had 
affirmed the requirement for division made by the 
Patent Office and it was from that decision on divi¬ 
sion that the appeal to the Supreme Court of the 
United States was taken. 

The Supreme Court dismissed the appeal on the 
ground that the decision of the Court of Appeals was 
not final because (211 U. S. 9): 

“ * * * the decision of that court may be 

challenged generally and a refusal of patent 
may be reviewed and contested by bill as 
provided.” 

The bill referred to is that provided for under Sec¬ 
tion 4915, B. S. (211 U. S. 8, 9). 

So that that decision of the Supreme Court spe¬ 
cifically stated that the question of division is prop¬ 
erly raised in a suit in equity under Section 4915, 
B. S., which is the very question before this Court 
in this appeal. 

It may be noted in passing that at the time of that 
decision (211 U. S. 1) a decision by the Court of 
Appeals of the District of Columbia was a pre¬ 
requisite to a suit in equity under Section 4915, B. S. 
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Fekete vs. Robertson, 57 App. D. C. 73; 17 F. ^2d) 
335. | 

At present, however, nnder Section 4915 (now Sec¬ 
tion 63, Title 35, U. S. C.), the bill in equity cannot 
be filed if an appeal has been taken to the Cour|t of 
Appeals of the District of Columbia (under the 
amendment by the Act of March 2,1927, to the Court 
of Customs and Patent Appeals). 

These cases we think establish the law beyond 
question that the final rejection of claims on the| re¬ 
quirement for division is a final and appealable 
action (Steinmetz vs. Allen ..supra) and that a review 
of the question of division is proper by bill in equity 
under Section 4915, R. S. (Frasch vs. Moore, supra). 


The Final Rejection of the Elected Claims Was a 
Refusal of a Patent Therefor Under ; 

Section 4915, R. S. j 

I 

As pointed out above, appellant, Pitman, upon jfche 
Examiner’s final requirement for division (i.j e. 
election), elected claims for prosecution in his appli¬ 
cation for patent, which claims were then examined 
by the Examiner on their merits and these claims 
were finally rejected, which rejection, on appeal, 
was affirmed by the Board of Appeals, U. S. Patent 
Office. | 

The prosecution of those claims before the Patent 
Office is closed. No further action by appellants 0an 
be taken in the Patent Office as to those claiijis. 
There is nothing interlocutory about the rejection I of 
these claims. The decision of the Board of Appeals 
U. S. Patent Office thereon is a final decision which 
is appealable to the Courts. Such jurisdiction of $ie 
Courts on this very question has been exercised |by 
the Court of Customs and Patent Appeals. In |re 
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Kaisling, 44 F (2d) 863. Alternatively a Court of 
equity may exercise that same jurisdiction (Section 
4915, R. S.) since clearly the final rejection of claims 
on this ground is a refusal of the patent. 

Appellee’s position that there has not been an 
action on the “merits” of the elected claims is un¬ 
supported by the record. The Examiner examined 
the claims and finally rejected them. Appellants 
exhausted their remedies in he Patent Office when an 
appeal was taken to the Board of Appeals, United 
States Patent ! Office, and from their affirmance of 
the rejection no further proceedings in the Patent 
Office are available. Appellee’s suggestion that a 
patent on these claims cannot issue to appellants 
“without further proceedings in the Patent Office” 
overlooks the fact that no further proceedings in 
the Patent Office are available to appellant. The re¬ 
fusal by the Appellee is final and Appellants have 
left only the right of review by the Court under Sec¬ 
tion 4915, R. S. 


Conclusions. 

Accordingly we respectfully submit: First, that 
the final requirement of division was a refusal of 
a patent under Section 4915, R. S., and, second, that 
the final rejection of the elected claims was also a 
refusal of a patent under that same section. No 
further remedy in the Patent Office is available to 
Appellants. Unless this suit is maintained, Appel¬ 
ant s’ application has become abandoned. 

It is, therefore, respectfully submitted that the 
decree of the Supreme Court should be reversed. 

Respectfully submitted, 

Sol Shappirio, 
Attorney for Plaintiffs. 
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In the Court of Appeals of the District of 

Columbia ! 


No. 5890 


I 

Arthur L. Pitman and Ellis-Foster Company 

appellants ! 


v. 


Thomas E. Robertson, Commissioner of Patents, 

appellee 


BRIEF FOR THE COMMISSIONER OF PATENTS 

This is an appeal from the decree of the Sjupreme 
Court of the District of Columbia dismissing Ap¬ 
pellants’ Bill of Complaint on a motion filed by 
Defendant. 


STATEMENT OF THE CASE 

As appears from the Bill, the primary examiner 
allowed claims 1 and 2 of the application involved 
herein, being all of the claims then in the applica¬ 
tion. After the formal allowance of the claims on 

i 

October 1,1928, appellant did not pay the final fee 
and the application became forfeited. Appellant 
then renewed the application and by amendment 

i 

inserted additional claims 5 to 11 (recited bn page 
3 of the Record). The examiner then required 

172279—33 (1) 
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division between claims 1, 2, 5, and 6 and claims 
7, 8, 9,10, and 11, as the claims in these two groups 
were for separate inventions and should be pre¬ 
sented in two separate applications. The require¬ 
ments of the examiner were affirmed by the Board 
of Appeals. No action on the merits or patent¬ 
ability of claims 5 to 11, inclusive, has been given 
bv the examiner or anv other tribunal of the Patent 
Office or by the Supreme Court of the District of 
Columbia. Appellant then filed his bill in the 
Supreme Court of. the District of Columbia. De¬ 
fendant filed a motion to dismiss which was granted 
on November 3,1932. Appellant then filed the in¬ 
stant appeal to this Court. 

ABGUMENT 

In case of certain adverse final decisions in the 
Patent Office an applicant has two remedies under 
the statutes—(1) He can appeal under Section 4911 
R.S., 35 U.S.C.A. 59a, the pertinent part of which 
reads as follows: “If any applicant is dissatisfied 
with the decision of the Board of Appeals he may 
appeal to the United States Court of Customs and 
Patent Appeals, in which case he waives his right 
to proceed under Section 4915 R.S.”; or (2) He 
can file a bill in equity under Section 4915 R.S., 
35 U.S.C.A. 12, the pertinent part of which reads 
as follows: 

Whenever a patent on application is re¬ 
fused by the Commissioner of Patents, the 
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applicant, unless appeal has been taken from 
the decision of the Board of Appeals to the 
United States Court of Customs and Patent 
Appeals, and such appeal is pending or has 
been decided, in which case no action may 
be brought under this section, may have 
remedy by bill in equity, if filed within six 
months after such refusal; and the court 
having cognizance thereof, on notice to ad¬ 
verse parties and other due proceedings had, 
may adjudge that such applicant is entitled, 
according to law, to receive a patent for his 
invention, as specified in his claim or |or any 
part thereof, as the facts in the case may 
appear. And such adjudication, if it be in 
favor of the right of the applicant, shall 
authorize the Commissioner to issue such 
patent on the applicant filing in the Patent 
Office a copy of the adjudication and other¬ 
wise complying with the requirements of 
law. 

These two remedies lie to different courts. They 
differ in substance—the one is an appeal bn the 
record of the Patent Office to which nothinlg may 
be added, and the other is a suit in Equity—a suit 
de novo. If he decides to appeal he must give 
notice thereof within 40 days. His bill in Equity 
must be filed within six months. j 

A suit in Equity under Section 4915 R.S. to ob¬ 
tain the issuance of a patent, although necessarily 
part of an application for a patent, is anj inde¬ 
pendent proceeding and not appellate {Central 
Railway Signal Co. v. Jackson, 254 F.R. 103|). 
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It is not in the nature of an appeal, but rather 
a trial de novo with all the customary power of an 
equity court to hear the evidence fully and to make 
its own findings. ( Cooper v. Robertson, Commis¬ 
sioner of Patents, 38 F. (2d) 852—citing Butter- 
worth. v. Hoe, 112 U.S. 50, and other eases). 

In in re Hien, 166 U.S. 432, 1897 C.D. 367-372, 
the Supreme court of the United States on this 
point quotes as follows: 

In Butterworth v. Hoe (C.D. 1884, 429; 
29 O.G. 615; 112 U.S. 150, 161) this Court 
distinguished the proceeding by bill in equity 
under section 4915 from an appeal under 
section 4911, and said: 

“This means a proceeding in a court of the 
United States having original equity juris¬ 
diction under the patent laws, according to 
the ordinary course of equity practice and 
procedure. It is not a technical appeal from 
the Patent Office, like that authorized in sec¬ 
tion 4911, confined to the case as made in the 
record of that Office, but is prepared and 
heard upon all competent evidence adduced 
and upon the whole merits. ’ ’ 

Section 4915 R.S. gives the Court jurisdiction 
“Whenever a patent on application is refused by 
the Commissioner.” The word “patent” in that 
clause can only mean claim. It is the claim that 
is refused. Unless the statute is so construed, the 
Court has no jurisdiction in a case where one or 
more claims have been allowed by the Patent Office, 
as the Patent Office in such eases is ready to grant 




I 


5 I 

the patent with the allowed claims and it cannot be 
held in such cases that “a patent has been refused.” 

The above construction of the statute finds sup¬ 
port in the case of Fulton Co. v. Powers Regulator 
Co., 263 F.R. 578, 580, in which Judge Hou^h said: 

(1) Strictly speaking, infringemfent of a 
patent is an erroneous phrase; what is in¬ 
fringed is a claim, which is the definition of 
invention, and it is the claim which is the 
cause of action. 

Were Section 4915 R.S. merely dependent upon 
the language “Whenever a patent on application 
is refused” it might be construed that appellant 
has not been refused a patent as claims 1 and 2 of 
the application were allowed. The Pateiit Office 
has made no ruling that appellant is not I entitled 
to the claims in question, but has only ruled that 
the second group of claims, i.e., 7 to 11, ihclusive, 
is for a separate invention and should be filed in 
a separate application. Section 4915 R.S.I contem¬ 
plates an adjudication of the claims as provided in 
the following language: j 

* * * the court * * * njay ad¬ 
judge that such applicant is entitled; accord¬ 
ing to law, to receive a patent for his inven¬ 
tion as specified in his claims. 

. 

The claims for which appellant contends herein 
have never been examined by the examiner for 
novelty. The Board of Appeals has nevejr passed 
upon the question of novelty of these claijms. No 
prior art is cited in the Bill or in the lAnswer. 
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Should this Court consider such claims? The 
answer is found in Lucke et al. v. Robertson, 
Equity No. 50280, in which Mr. Justice Bailey, then 
Motion Justice, ruled as follows: 

Section 4915 of the Revised Statutes pro¬ 
vides that a court of equity may adjudge that 
an applicant is entitled to receive “a patent 
for his invention as specified in his claim, 
or for any part thereof as the facts in the 
case may appear.” I do not think that 
under this provision the applicant has the 
right to make any claims in addition to those 
made in the Patent Office, but that if the 
Court should hold that he is not entitled to 
all that he claims, it may adjudge that he is 
entitled to some part of them. 

The Motion for leave to amend will be 
overruled. 

Appellants here, in the prayers of their Bill of 
Complaint, are asking this Court to do just what 
Mr. Justice Bailev said should not be done. 

m/ 

Appellant’s claims 5 to 11, inclusive, are new 
claims as they have never been adjudicated by the 
examiner as to patentability. 

How wide shall the Supreme Court of the Dis¬ 
trict of Columbia open the door from the Patent 
Office to that Court ? 

Will the Court permit an applicant to put a plu¬ 
rality of inventions into a single application and 
then, when he refuses to limit each application to a 
single invention, may he come here under the guise 
of 4915 R.S. and have his claims adjudicated when 
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they have never been adjudicated by any of the 
tribunals of the Patent Office? J 

May all questions of form be brought herje under 
Section 4915 R.S. and then returned to thej Patent 
Office for further procedure? ! 

This is a test ease. Shall the Supreme Court of 

under 
or will 

it limit its jurisdiction to final adjudication^ on the 
merits after an applicant has exhausted all his 
remedies in the Patent Office ? 

Patent Office Rules 41 and 42, which relate to 
division, read as follows: 

41. Two or more independent indentions 
can not be claimed in one application; but 
where several distinct inventions are depend¬ 
ent upon each other and mutually contribute 
to produce a single result they may be 
claimed in one application: Provided, That 
more than one species of an invention, not 
to exceed three, may be claimed in pne ap¬ 
plication if that application also includes an 
allowable claim generic to all the Claimed 
species. In the first action on an applica¬ 
tion containing a generic claim or claims and 
claims to more than one species thereunder 
the examiner, if he is of the opinion after 
a complete search that no generic claim pre¬ 
sented is allowable, shall require the appli¬ 
cant in his response to that action jto elect 
that species of his invention to which his 
claims shall be restricted if no generic claim 
is finally held allowable. 


the District of Columbia take jurisdiction 
Section 4915 R.S. of interlocutory matters! 
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42. If several inventions claimed in a 
. single application be of such a nature that 
a single patent may not be issued to cover 
them, the inventor will be required to limit 
the description, drawing, and claim of the 
pending application to whichever invention 
he may elect. The other inventions may be 
made the subjects of separate applications, 
which must conform to the rules applicable 
to original applications. If the independ¬ 
ence of the inventions be clear, such limita¬ 
tion will be made before any action upon the 
merits ; otherwise it may be made at any time 
before final action thereon, in the discretion 
of the examiner. A requirement of division 
will not be repeated without the written ap¬ 
proval of the examiner of classification. Af¬ 
ter a final requirement of division, the appli¬ 
cant may elect to prosecute one group of 
claims, retaining the remaining claims in 
the ease with the privilege of appealing 
from the requirement of division after final 
action by the examiner on the group of 
claims prosecuted. 

There appears to be no dispute that these rules 
were not followed. 

Should this Court decide that the Patent Office 
was right in its requirement or decide that the 
Patent Office was wrong? In either case the ap¬ 
plication would go back to the Patent Office for 
examination of the claims as to patentability. Then 
if the Patent Office found the claims unpatentable, 
and likewise the claims of the additional applica- 


tion for claims 7 to 11, inclusive, that appellant 
might file, the case could come back to this Court 
for adjudication under Section 4915 R.Sj.; 35 
TJ.S.C.A. 63. It is thus clear that appellant has 
not exhausted his remedies in the Patent (j)ffiee. 
And it is well settled that equity does not lie j until 
a party has exhausted all his remedies provided 
by law. What remedy has appellant ? He should 
file a separate application for his second invention 
expressed in claims 7 to 11, inclusive. The new 
application will then be examined by the exaijniner 
who has charge of inventions claimed in the second 
application. Should any of the claims in tither 
of the applications be held unpatentable on |prior 
art or otherwise, the applicant, after final proceed- 

I 

ings in the Patent Office, can then bring his Equity 
suit and be heard not only on the merits qf his 
claims but also on the question of division as the 
applications will then be in condition for final ad- 
judication by this Court as contemplated by Sec¬ 
tion 4915 R.S. It is also possible that a determina¬ 
tion in the Patent Office of the patentable novelty 
in the applications will dispose of the question of 
division. ! 

Appellant may contend that this suggested pro¬ 
ceeding will entail the cost of a new application. 
In reply it may be stated that the cost of filing an 
additional application would be but a triflq com- 

I 

pared to the cost of this equity suit, to say nothing 
of the delay in the application and the burden 
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placed upon the tribunals of the Patent Office and 
the Courts. 

If the Supreme Court of the District of Colum¬ 
bia under Section 4915 R.S. takes jurisdiction of 
interlocutory requirements for division as here pre¬ 
sented no reason is seen why it should not take 
jurisdiction of every requirement for correction 
of formal matters no matter how trivial they may 
be, i.e., informalities that may arise under Sec¬ 
tions 4888, 4889, 4890, 4891, and 4892 R.S. (35 
U.S.C.A. 33, 34, 35). 

A case might come to this Court several times in 
regard to interlocutory rulings upon preliminary 
questions before any final decision is reached in the 
Patent Office on the real merits of the claims. 

The Courts recognize the right of the Commis¬ 
sioner of Patents to limit a patent to a single 
invention. 

In McKay v. Dibert, C.C., 5 F.R. 587; 19 O.Gr. 
1351, the Court said: 

* * * The Courts have no absolute 
control over the head of the Patent Office in 
the exercise of his discretion whether a 
given invention or improvement shall be em¬ 
braced in one, two, or more letters patent. 

In Bennett v. Fowler, 8 Wallace, 445 ; 75 U.S. 
445, the question of the validity of two reissues of 
a single patent was involved, that is, whether the 
patent should not have been reissued as one and 
not as two patents. On the question of division of 
invention the Court said: 
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* * * It is difficult, perhaps impos¬ 

sible, to lay down any general rule by which 
to determine when a given invention or im¬ 
provements shall be embraced in one, two, 
or more patents. Some discretion must nec¬ 
essarily be left on this subject to the hehd of 
the Patent Office. It is often a nice ancl per¬ 
plexing question. 

The patents were held valid and the decree was 
affirmed. 

In Ross v. Loewer, 9 App.D.C. 593; 77 O.G. £141, 
the Court said: j 

* * * The proceedings of the Patent 
Office are not controlled by the ordinary 
rules of practice that obtain in the cour ts of 
the country but are controlled by statutory 
provisions wholly unlike the rules of prac¬ 
tice enforced by the courts. 

In the ease of Sessions v. Romadka, 145 U.S. 29, 
1892 C.D. 382, the Supreme Court of the United 
States recognized the practice of limiting a patent 
to a single invention. This case involved a patent 
to Taylor containing claims for a spring fasiener 
or lock and for various other features not related 
to the spring fastener. Infringement was brought 
on a claim for the spring fastener. The part ap¬ 
plicable to the instant case is set forth in the follow¬ 
ing excerpt from page 40 of the decision, viz: ! 

2. Defendants are charged with infring¬ 
ing the third claim of the Taylor parent, 
which was for a spring-fastener, modifica¬ 
tions of which are now in almost universal 

I 

i 

i 



12 


use, as a substitute for the old-fashioned 
strap and buckle. Upon the hearing in the 
court below, it was claimed the patent was 
invalid by reason of the joinder of distinct 
inventions in the same patent—inventions, 
which though applicable to the same article, 
viz, a trunk, do not cooperate in the use of 
such article. The court below was evidently 
inclined to this opinion, but permitted the 
plaintiff to enter a disclaimer of all the 
claims but the one in suit. Whether these 
different devices were properly embodied in 
the same patent or not, we think this was 
a proper case for a disclaimer under section 
4917. While the language of this section 
provides for disclaimers— 

“whenever, through inadvertance, accident, 
or mistake, and without any fraudulent or 
deceptive intention, a patentee has claimed 
more than that of which he was the original 
or first inventor or discoverer,” 
it allows the patentee to— 

“make disclaimer of such parts of the thing 
patented as he shall not choose to claim or 
hold by virtue of the patent or assignment, 
stating therein the extent of his interest in 
such patent.” 

We think this section broad enough to 
cover disclaimers made to avoid the effect of 
having included in the patent more devices 
than could properly be made the subject of 
a single patent. 

***** 

In Tuck v. Bramhill (6 Blatchf. 95) a dis¬ 
claimer was allowed bv Mr. Justice Blatch- 



ford where two or more inventions werej cov¬ 
ered by a single claim. § i 

The Solicitor for the Patent Office is not unnjiind- 

i 

ful of the decision in Steinmets v. Allen, 192 |U.S. 
543; 1904 C.D. 703; 109 O.G. 549. Since thatj case 
did not involve an equity suit as in the instant case, 
it obviously does not govern this alleged equity) suit. 
Prior to the decision in Steinmets v. Allen an ex- 

l 

aminer’s requirement for division was reviewable 
by the Commissioner of Patents (without fee) as 
the question was regarded as a matter of form and 
not of merits. The Steinmetz application j con¬ 
tained claims for a process and claims for a ma¬ 
chine or apparatus. The examiner under Rule 41 
required division apparently without considering 
whether the claims were for one or for two inven¬ 
tions. Rule 41 provided that claims for a machine 
and the process in the performance of which the 
machine is used must be presented in separate ap¬ 
plications. Steinmetz appealed from the require¬ 
ment to the Board of Examiners in Chief. The ex¬ 
aminer refused to forward the appeal. Steinmetz 
resorted to mandamus. When the case reached the 
Supreme Court of the United States the question 
of jurisdiction of the court was raised. The Court 
however, said (page 556) : j 

* * * The Commissioner of Parents, 
exercising the power conferred, established, 
among other rules of practice, Rule 4jL. It 
thereby became a rule of procedure and con¬ 
stituted, in part, the powers of the Primary 
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Examiner and Commissioner. In other 
words, it became an authority to those offi¬ 
cers, and, necessarily, an authority “under 
the United States.” Its validity was and is 
assailed by the plaintiff in error. We think, 
therefore, we have jurisdiction, and the 
motion to dismiss is denied. 

It is apparent from this quotation that the Court 
assumed jurisdiction primarily to consider the 
validitv of Rule 41. 

The Steinmetz decision presents a number of 
peculiarities. Near the bottom of page 563 the 
Court says: 

* * * The denial of this right bv the 

primary examiner was a rejection of the 
application' and entitled petitioner to an ap¬ 
peal to the examiners-in-ehief, under section 
4909 of the Revised Statutes. That section 
provides: “Every applicant for a patent, 

* * * any of the claims of which 

have been rejected, * * * may appeal. 

* * *” (Italics mine.) 

We have here a non-sequitur —a statute authorizing 
appeals on a rejection of claims applied to a case 
where the claims have not been rejected but at most 
only the application. 

Near the bottom of page 557 the Court quotes 
from Hogg v. Emerson (6 How. 437) to the effect 
that division seems to be required for fiscal reasons 
only. 

The fiscal reason is almost negligible. In order 
that the public may utilize the more than 1,900,000 
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United States patents it is necessary that they be 
properly classified. To avoid issuing duplicate 
patents it is necessary that the examiner tnake 
proper searches. But how can an examiner find a 
patent if it is not in the class where it ought to be. 
New applications in the Patent Office are sejnt to 
the 65 divisions for examination according to the 
classes of inventions. 

The different inventions, where division ite re- 

7 I 

quired, are usually examined in different divisions. 

Under such conditions how can an examiner ih one 

| 

division know what another examiner in another 
division has pending or how can he make a thor- 
ough interference search before passing applica¬ 
tions to issue if other applications for the same in¬ 
vention are before other examiners unkno\ya to 
him ? This difficulty is minimized but little evjen if 
both inventions are classified in the same division. 

Attorneys in making preliminary or infringement 

. 

searches would be similarly handicapped. Cross 
references of patents would not suffice. It is! also 
apparent from the language of Sections 4884, 4886, 
4887, 4888, and 4890 R.S. that only one invention 
in one patent is contemplated. ! 

It is thus apparent that there are other reasons 
more important than fiscal reasons. j 

Obviously the ruling in the Steinmets case should 
not be expanded so as to cover questions that were 
not before the Court for adjudication, especially 
when it is apparent from the decision that; the 
Court was under the erroneous impression tnat a 
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denial of the Steinmetz petition meant the aban¬ 
donment of his application under Section 4894 R.S. 
(see bottom of page 556) or meant the abandon¬ 
ment of his invention, as on page 564 as follows: 

* * * It is manifest that if an appeal 
cannot be compelled from the decision of the 
primary examiner, an applicant is entirely 
without remedy. And respondent has as¬ 
serted that extreme. 

CONCLUSION 

It is respectfully submitted that the decree of 
the Court below dismissing appellant’s bill for 
lack of jurisdiction under Section 4915 R.S. (35 
U.S.C.A. 63) was correct and should be affirmed. 

T. A. Hostetler, 

Solicitor for the Patent Office, 

Counsel for Appellee. 

April 27,1933. 
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C.D. 117. | 
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In Butterworth v. Hoe, 112 U.S. 50, 68, the Court 
states that: 

The remedy by Bill in Equity under Sec¬ 
tion 4915 R.S. * * * applies only when 
the Commissioner decides to reject an ap¬ 
plication for a patent, on the ground that 
the applicant is not on the merits, entitled 
to it. 

Frasch v. Moore, 211 U.S. 1; 1908 C.D. 609, was 
before the Supreme Court of the United States on 
an appeal and writ of error. It involved a deci¬ 
sion of the Court of Appeals of the District of 
Columbia affirming a decision of the Commissioner 
of Patents on a requirement for division (by direct 
appeal). 

With respect to the decision of this Court the 
Supreme Court said: 

The decision of the court of appeals 
sought to be reviewed in the present case is 
not final, but merely ended an interlocutory 
stage of the controversy and sent the appli¬ 
cant back to the Patent Office to conform to 
the meaning and effect of the rule on divis¬ 
ion of claims as construed by the Commis¬ 
sioner of Patents, and to pursue the appli¬ 
cation in the form required to allowance or 
rejection. (Italics mine. ) 

It is apparent from the italicized words that the 
Court did not hold that the applicant might ex¬ 
haust his remedy by filing a Bill under Section 
4915 R.S. in response to the decision of this Court. 
The Supreme Court of the United States having 
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thus disposed of the interlocutory question gives a 
general discussion of appeals and equity suits in 
the latter half of the decision. 

In TJ.S. v. Babcock, 250 U.S. 328, 331, Babcock, 
an Army Officer, having had his claims for personal 
property disallowed by the Auditor of the War De¬ 
partment filed suit in the Court of Claims. Under 
the law the Auditor was given authority to Examine 
such eases subject to appeal to the Comptiloller of 
the Treasury. Babcock did appeal but thej Comp¬ 
troller affirmed the decision of the Auditoir. The 
Court of Claims rendered judgment in favor of 
Babcock but the Supreme Court of the United 
States reversed the judgment and held that the 
Court of Claims was without jurisdiction. The Su¬ 
preme Court in its decision makes this remark: 

These general rules are well settled: (1) 
That the United States, when it creates 
rights in individuals against itself, is under 
no obligation to provide a remedy through 
the courts (citing decisions). (2|) That 
where a statute creates a right and provides 
a special remedy, that remedy is exclusive 
(citing decisions ). 

In U.S. v. Sing Tuck, 194 U.S. 161, a group of 
Chinese entered the United States via panada 
among which were five who said they were born in 
the United States but refused to give information 
to support such claim to the immigration 'officers. 
The inspector decided against their right to enter 
this country and informed them of their tight to 
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appeal to the Secretary of Commerce. No appeal 
was taken. They were detained for return to 
China. By their counsel habeas corpus proceed¬ 
ings were instituted. A decision adverse to them 
was rendered. The case came before the Supreme 
Court of the United States on certiorari. The 
ruling of the Court is found in the concluding 
paragraph (p. 170) of the decision, which reads 
as follows: 

We are of opinion that the attempt to dis¬ 
regard and override the provisions of the 
statutes and the rules of the department and 
to swamp the courts by a resort to them in 
the first instance must fail. We may add 
that, even if it is beyond the power of Con¬ 
gress to make the decision of the depart¬ 
ment final upon the question of citizenship, 
' we agree with the Circuit Court of Appeals 
that a petition for habeas corpus ought not 
to be entertained, unless the court is satis¬ 
fied that the petitioner can make out at least 
a prima facie case. A mere allegation of cit¬ 
izenship is not enough. But, before the 
courts can be called upon, the preliminary 
sifting process provided by the statutes must 
be gone through with. Whether after that 
a further trial may be had we do not decide. 

Sessions v. Romadka, 145 U.S. 29; 1914 C.D. 361, 
illustrates the difficulties that a patentee may en¬ 
counter when he has more than one invention in his 
patent. 

A requirement for division is not a refusal of a 
patent within the terms of Section 4915 R.S. That 
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section applies only to cases where an applicant 
has complied with all the statutory requirejments 
antecedent to such a suit (particularly Secs. 4903, 
4909 R.S.). 

That section as applied to ex parte cases is con¬ 
fined exclusively to an adjudication of the patent¬ 
ability of the claims by which the Court “may 
adjudge that such applicant is entitled, according 
to law, to receive a patent for his invention as speci¬ 
fied in his claim or for any part thereof as the 
facts in the ease may appear.” This adjudication 
must “authorize the Commissioner to issud such 
patent on the applicant filing in the Patent Office 
a copy of the adjudication and otherwise comply¬ 
ing with the requirements of the law.” 

Courts insist that applicants try their cases com¬ 
pletely in the Patent Office before they resbrt to 
equity. In Barrett v. Koppers, 22 F. (2d) 395, 
the Court held that evidence available during in¬ 
terference proceedings in the Patent Office and not 
introduced at that time cannot thereafter be intro¬ 
duced in a suit under Section 4915 R.S. The Court 
on this point said: 

When, as in this case, a party has refused 
to produce evidence for consideration by the 
Court of Appeals of the District of Columbia, 
and then in the statutory action under Sec¬ 
tion 4915 R.S. produces that very evidence 
to overcome the effect of that court’s deci¬ 
sion, he comes very close to trifling with the 
courts’ processes. 
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This decision on that point was cited with approval 
in Perkins v. Sperry Aircraft Co., 57 F. (2d) 719, 
720; Greene v. Beidler, 58 F. (2d) 207, 209, and 
O'Donnell v. United Shoe Machinery Corporation, 
2 F.S. 178,181. 

In Bennet vs. Fowler, 8 Wallace, 445, 448, the 
Court made the following ruling: 

* * * It is difficult, perhaps impossible, 
to lay down any general rule by which to de¬ 
termine when a given invention or improve¬ 
ments shall be embraced in one, two, or more 
patents. Some discretion must necessarily 
be left on this subject to the head of the Pat¬ 
ent Office. ■ It is often a nice and perplexing 
question. 

Bennet v. Fowler, supra, was cited in Webster 
Elec. Co. v. Splitdorf Elec. Co., 264 U.S. 463, 465, 
distinguishing the point involved in the latter case. 

Bennet v. Fowler, supra, was also cited in 
American Laundry Machinery Co. v. Prosperity 
Co., 295 F.R. 819. The Court cites with approval 
in paragraph (2) the substance above quoted from 
that decision. 

That the Commissioner (or tribunals of the Pat¬ 
ent Office) had this discretion was the interpreta¬ 
tion of the law and the question of division was re¬ 
garded by the Patent Bar and Patent Office as a 
formal matter not appealable (but petitionable) 
until in the Supreme Court in Steinmetz v. Allen, 
192 U.S. 543 (February 23, 1904) ruled that the 
question was appealable but did not rule that it was 
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the subject of a suit in equity under Section 
4915 R.S. j 

i 

The fact that the Supreme Court of the United 
States in Steinmetz v. Allen, supra, has in j effect 
reversed its former ruling in Bennet vs. Fowler, 
supra, and a long-established practice and thereby 
opened the door for appeals in interlocutory pat¬ 
ent matters is no reason why this Court Should 

i 

open the door still wider so as to include jequity 
suits. | 

The Solicitor of the Patent Office urges jan af¬ 
firmance of the dismissal decree not only because 
he believes it to be correct, but in order that equity 
courts in patent matters may not become merely 
umpires of disagreements in the Patent Office in 
interlocutory matters, but that their jurisdiction 
be confined to questions of merits, that is, tljie pat¬ 
entability of claims and priority of invention, or 
to cases in which there has been a final adjudica¬ 
tion in the Patent Office. That was evidently the 
intent of Congress as appears from the ^Patent 
Statutes when read as a whole. j 

Respectfully submitted. 

T. A. Hostetler, ! 

Solicitor for the Patent Office ,j 

Attorney for 

Oct. 30,1933. 
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